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DETAILED ACTION 
Response to Amendment 

1. The amendment filed November 8, 2005 has been entered and fully considered. 

2. Claims 1, 3-4, 6-23 are pending of which 21-23 are new. New claims 21-23 are 
fully supported and do not introduce new matter. 



Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory obviousness- 
type double patenting rejection is appropriate where the conflicting claims are not 
identical, but at least one examined application claim is not patentably distinct from the 
reference claim(s) because the examined application claim is either anticipated by, or 
would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 F.3d 
1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 
(Fed. Cir. 1993); In re Longi, 759 F-2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van 
Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 
619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown 
to be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

4. Claims 1, 4, 6, 9, 15-17, 19-20, 23 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over 
claims 1-4 of copending Application No. 10/828,081 (US 2004/0219459 Ai). Although 
the conflicting claims are not identical, they are not patentably distinct from each other 
because the method for producing a photosensitive planographic printing plate claimed 
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by Hirabayashi produces a printing plate comprising a photosensitive composition 
containing a monomer of General Formula (1) or General Formula (2) having an 
ethylenic double bond, a polymeric binder and a photoinitiator composition containing 
an iron arene complex and a polyhalogen compound such as the compounds 
represented by General Formulae (3M5) (claims 1-4). The monomers represented by 
General formula (1) and General formula (2) meet the present limitations for the 
ethylenically unsaturated monomer. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

5. Claims 1, 3, 7, 9-12, 15, 17-18, 21, 22 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over 
claims 1-4, 8-11 and 15 of copending Application No. 10/923,415 (US 2005/0048403 
Ai). Although the conflicting claims are not identical, they are not patentably distinct 
from each other because it would have been obvious to make a planographic printing 
plate comprising a hydrophilic support, a light sensitive layer and an overcoat layer 
wherein the light sensitive layer contains an alkali soluble polymer, a polymerizable 
compound having an ethylenically unsaturated bond, a polymerization initiator and an 
anionic dye (claims 1, 8) wherein the polymerization initiator comprises a metallocene 
compound and a polyhalogenated compound (claims 2-4, 9-11) based on the claims of 
Kuroki. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 
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6. Claims 1, 3, 7-15, 17-18, 21-23 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over 
claims 1-3, 6-8, 10-13, 16-18 of copending Application No. 10/769,389 (US 
2004/0191691 Al). Although the conflicting claims are not identical, they are not 
patentably distinct from each other because it would have been obvious to one of 
ordinary skill in the art to make a light sensitive composition comprising an addition 
polymerizable ethylenically unsaturated monomer, a trihalomethyl group-containing 
oxadiazole compound represented by formula (1) or (2) as a photopolymerization 
initiator and a polymer binder (claims 1-3, 10-13). The composition can further contain 
a titanocene compound, a monoalkyltriaryl-borate compound and an iron-arene 
compound (claims 4-6, 14-16) and a dye having an absorption maximum in the 
wavelength regions of from 350 to 1200 nm (claims 7-8, 17-18) based on the claims of 
Ohta et al. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

7. Claims 1, 3, 9-11, 14-15. 17-18, 23 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-2, 
5-7 of copending Application No. 10/770365. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because Kuroki et al. claim a 
photosensitive composition comprising a polymerizable compound having an 
ethylenically unsaturated group, a metallic arene compound and an acid generating 
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agent represented by formulae (1), (3) or (4). The acid-generating agent meets the 
present limitations for the compound of formula (l-b). The composition further 
contains a dye (claim 10). 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

8. Claims 1, 3, 8-11, 13-15, 17-18, 22-23 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-8 
of copending Application No. 10/758766 (2004/0157153 Ai). Although the conflicting 
claims are not identical, they are not patentably distinct from each other because 
Takamuki claim a method of forming a light sensitive planographic printing plate 
wherein the printing plate comprises a light sensitive layer containing an addition 
polymerizable ethylenically unsaturated monomer, a polymerization initiator a polymer 
binder and a sensitizing dye having an absorption maximum in the wavelength regions 
of from 390 to 430 nm (claims 1, 8). The polymerization initiator can be a 
monoalkyltriarylborate compound, an iron arene complex, a bromine containing 
compound (claims 3-6). It would have been obvious to one of ordinary skill in the art to 
use a combination of photopolymerization initiators based on the overall teaching of 
Takamuki ([0035H0041]). 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 
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9. Claims 1, 3, 7, 9, 15, 17-18, 21, 23-10 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over 
claims 1-3, 8-11 of copending Application No. 11/047765 (2005/0233248 Ai) in view of 
Aoshima et al. (US 2002/0160295 Ai). The conflicting claims are not identical, they are 
not patentably distinct from each other because the planographic printing plate of the 
copending Application comprises a support and an image forming layer wherein the 
image forming layer contains a colorant having an absorption band in a wavelength 
region of from 700 to 1200 nm, a polymerization initiator of Formula (1) and a 
polymerizable ethylenically unsaturated compound. The polymerization initiator of 
Formula (1) is very similar to the present polymerization initiator of Formula (l-b). 
Compounds fulfilling Formula (1) of the corresponding application also fulfill the 
present formula requirements. The image forming layer can further contain a 
titanocene compound and/or an iron-arene compound (claim 8). The copending 
Application does not claim a binder in the image forming layer however it would have 
been obvious to one of ordinary skill in the art to incorporate a polymeric binder based 
on the teachings of Aoshima et al. ([0038H0040]). 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

10. Claims 1, 3, 7, 9, 15, 17-18, 21, 23 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-3, 
6-7 of copending Application No. 10/896206 (2005/0053866 Ai) in view of Aoshima et 
al. (US 2002/0160295 Al). Although the conflicting claims are not identical, they are 
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not patentably distinct from each other because Matsumura claim a planographic 
printing plate material comprising a support and an image formation layer containing a 
colorant, a polymerization initiator of formula (1) and a polymerizable ethylenically 
unsaturated compound. When Ri and X are bromine atoms, the compound of formula 
(1) meets the present limitations for compound (l-b). The image formation layer further 
comprises an iron-arene compound and/or a titanocene compound. The copending 
Application does not claim a binder in the image forming layer however it would have 
been obvious to one of ordinary skill in the art to incorporate a polymeric binder based 
on the teachings of Aoshima et al. ([0038H0040]). 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Response to Arguments 

11. Applicant's arguments in light of the claim amendments, filed November 8, 2005, 
with respect to the rejection of claims 1, 3, 17 and 18 under 35 USC 102(b) over Purbrick 
(EP 29358) have been fully considered and are persuasive. Therefore, the rejection has 
been withdrawn. However, upon further consideration, a new ground(s) of rejection is 
made in view of the copending Applications cited above. 

12. The indicated allowability of claims 4, 6-16, 19 and 20 is withdrawn in view of the 
newly discovered references to the copending Applications cited above. Obviousness- 
type double patenting rejections based on the newly cited referenced are above. 
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Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

In US 2005/0037286 Ai, Hirabayashi et al. teach a similar light sensitive 
composition 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Barbara L. Gilliam whose telephone number is 571-272- 
1330. The examiner can normally be reached on Monday through Thursday, 8:00 AM - 
5:30 PM. 

a. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Cynthia H. Kelly can be reached on 571-272-1526. The fax phone 
number for the organization where this application or proceeding is assigned is 571-273- 
8300. 

b. Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Application/Control Number: 10/687,689 Page 9 

Art Unit: 1752 

Barbara L. Gilliam 
Primary Examiner 
Art Unit 1752 

bg 

February 27, 2006 



